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DETAILED ACTION 

This action is in response to the amendment filed on 12/21/2007. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-3 are rejected under 35 U.S.C. 103(a) as being unpatentable over Yoshida et al 
(US 5257131) in view of Yokota (US 5065380). 

Regarding claim 1 , Yoshida discloses an optical pickup comprising a diffraction element 
disposed at a position on an optical path of a light beam from the object (1, fig. 1 and 1 1, fig. 8), 
the position determined in accordance with a positional relation with the object (fig. 6 and col. 
12 lines 28-65), wherein the diffraction element diffracts diffraction light at a diffraction 
efficiency depending on an incident angle of the light beam (fig. 9 and 37-37); and a photo 
detector that receives the diffraction light diffracted by said diffraction element and outputs an 
photoelectric signal (18, 19, fig. 5). Yoshida fails to disclose wherein the optical pickup is a tilt 
sensor for determining information related to a tilt of an object to a reference plane. In the same 
field of endeavor, Yokota discloses an optical pickup also used as a tilt sensor (col. 4 lines 22- 
42). It would have been obvious to one of ordinary skill in the art to use the pickup as a tilt 
sensor. The rationale is as follows: One of ordinary skill in the art at the time of the applicant's 
invention would have used the optical pickup as a tilt sensor to apply a known technique to a 
known pickup device ready for improvement, to yield predictable results. 
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Regarding claim 2, Yoshida further discloses wherein an order of the diffraction 
light received by said photo detector is that of a diffracted light of a greatest intensity (15a, 18, 
fig. 5 and 15b, 19, fig. 5). 

Regarding claim 3, Yoshida further discloses wherein said diffraction element is 
set so that the relation between the intensity of the diffraction light and the incident angle is 
substantially linear an a predetermined range of the incident angle (fig. 9 and col. 13 lines 38- 
58). 

Response to Arguments 

Applicant's arguments filed 12/21/2007 have been fully considered but they arc not 
persuasive. Applicant's arguments that the use of the rationale provided in the office action (to 
apply a known technique to a known pickup device ready for improvement, to yield predictable 
results), is not a proper substitute for the Graham factors is misguided. The factual inquiries set 
forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 (1966), that are applied for 
establishing a background for determining obviousness under 35 U.S.C. 103(a) are summarized 
as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

The office action properly determined the scope of Yoshida and Yokota, identified the difference 
between the primary reference (Yoshida) and the claims (the use of a tilt sensor), and cured the 
deficiency with the Yokota reference which uses an optical pickup as a tilt sensor. The office 
action also resolved that one of ordinary skill in the art would have made the combination to 
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apply a known technique to a known pickup device ready for improvement, to yield predictable 
results. This analysis is in no way a substitute for the Graham factors and the rationale provided 
for the combination is clearly supported in KSR. (holding "[t]he combination of familiar 
elements according to known methods is likely to be obvious when it does no more than yield 
predictable results." KSR, 550 U.S at , at , 82 USPQ2d at 395; See also MPEP 2141). 

In response to applicant's argument that the examiner's conclusion of obviousness is 
based upon improper hindsight reasoning, it must be recognized that any judgment on 
obviousness is in a sense necessarily a reconstruction based upon hindsight reasoning. But so 
long as it takes into account only knowledge which was within the level of ordinary skill at the 
time the claimed invention was made, and does not include knowledge gleaned only from the 
applicant's disclosure, such a reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 
170 USPQ 209 (CCPA 1971). Moreover, "A person of ordinary skill in the art is also a person 

of ordinary creativity, not an automaton." KSR, 550 U.S. at , 82 USPQ2d at 1397. "[I]n 

many cases a person of ordinary skill will be able to fit the teachings of multiple patents together 
like pieces of a puzzle."Id. 

In response to applicant's arguments that the references are not in the same field of 
endeavor, the examiner contends that the references are in the same field of endeavor, the field 
being that of optical pickups used with optical media. Contrary to applicant's assertion that 
Yokota is directed only to optical video disk recording (applicant's arguments page 9), Yokota is 
in fact directed to "an optical pickup device used in CD (compact disk) player and an optical 
video disk device," and Yokota discloses that the pickup is used in a "CD player, or the like." 
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(col. 1 lines 6-12). Yoshida also discloses that the optical pickup is used with optical media (col. 
1 1 lines 1-10). It is therefore clear that both of the pickups are in the same field of endeavor. 

In response to applicant's argument that Yokota's optical pickup is not used "as a tilt 
sensor," this argument is not persuasive because applicant's argument seemingly contradicts 
itself. Applicant acknowledges that the optical pickup of Yokota is used to detect a title error 
(page 20 and Yokota col. 2 lines 53-57), but at the same time contends that the pickup is not used 
as a tilt sensor. A tilt sensor is by definition a device capable of detecting a tilt error, and the 
pickup of Yokota performs this function and is therefore a tilt sensor. 

In response to applicant's argument regarding the positions of the diffraction elements of 
Yokota and Yoshida, the test for obviousness is not whether the features of a secondary reference 
may be bodily incorporated into the structure of the primary reference; nor is it that the claimed 
invention must be expressly suggested in any one or all of the references. Rather, the test is what 
the combined teachings of the references would have suggested to those of ordinary skill in the 
art. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981). In this case, the combination 
of references does not involve the position of the diffraction element of Yokota since this feature 
is fully disclosed by Yoshida. 

In response to applicant's arguments that Yoshida fails to teach the diffraction grating 
positioned such that "the position determined in accordance with a positional relation with the 
object," because Yoshida fails to disclose wherein the position is adjusted with respect to any 
object, this argument is not persuasive because Yoshida clearly discloses that the differences 
incident angle of light and the Bragg angles of the gratings are set to be equal in order to achieve 
the desired focal result on the media (the object), (col. 12 lines 16-22 and lines 45-50). 
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Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to TAWTIK GOMA whose telephone number is (571)272-4206. 
The examiner can normally be reached on 8:30 am - 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Feild can be reached on (571) 272-4090. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Joseph H. Feild/ 

Supervisory Patent Examiner, Art Unit 
2627 



/Tawfrk Goma/ 
Examiner, Art Unit 2627 



